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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name EMI (IP) Limited

Granted to Date
of previous
extension

10/09/2013

Address 364-366 Kensington High Street
London, W14 8NS
UNITED KINGDOM

Attorney
information

Brent S. LaBarge
c/o Universal Music Group
2220 Colorado Avenue
Santa Monica, CA 90404
UNITED STATES
brent.labarge@umusic.com, melissa.battino@umusic.com,
nicole.villacorta@umusic.com

Applicant Information

Application No 78835315 Publication date 06/11/2013

Opposition Filing
Date

10/09/2013 Opposition
Period Ends

10/09/2013

Applicant OCC Establishment
Staedtle 36
FL-9490 Vaduz,
LIECHTENSTEIN

Goods/Services Affected by Opposition

Class 038.
All goods and services in the class are opposed, namely: Television broadcasting

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2112881 Application Date 02/20/1996

Registration Date 11/11/1997 Foreign Priority
Date

NONE

Word Mark NOW

Design Mark

http://estta.uspto.gov


Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
musical sound recordings [ and musical video recordings ]

U.S. Registration
No.

4211879 Application Date 07/10/2001

Registration Date 09/25/2012 Foreign Priority
Date

01/15/2001

Word Mark NOW

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use:
Musical sound recordings; audiovisual recordings featuring music; enhanced
musical sound recordings; enhanced audiovisual recordings featuring music;
interactive musical sound recordings; interactive audiovisual recordings
featuring music; DVDs and CD-ROMs featuring music and musical
performances, namely, performances of musical artists; downloadable musical
sound recordings; downloadable digital musical sound recordings provided from
MP3 Internet websites
Class 035. First use:
Retail store services featuring musical sound recordings, audiovisual recordings
featuring music, enhanced musical sound recordings, enhanced audiovisual
recordings featuring music, interactive musical sound recordings, interactive
audiovisual recordings featuring music, and DVDs and CD-ROMs featuring
music and musical performances, downloadable musical sound recordings,
downloadable digital musical sound recordings provided from MP3 Internet web
sites; promoting the goods and services of others in the recording industry and
in the music industry through the distribution of printed and audio promotional
materials; management of performing artists
Class 038. First use:
Electronic transmission of digital music and information concerning music and
musical performances; electronic transmission of news and current affairs
information relating to music or musical performances
Class 041. First use:
Musical entertainment services, namely, live musical performances, concerts
and shows; production of musical sound recordings, musical audiovisual
recordings, live musical performances and live music concerts; music production
services; music publishing services; recording studio services; providing on-line
information in the field of sound recordings and audiovisual recordings featuring
musical performances; rental of sound and audiovisual recordings featuring
musical performances; providing a website featuring non-downloadable pre-
recorded digital music; provision of online non-downloadable electronic
publications in the nature of magazines and newsletters relating to sound
recordings and audiovisual recordings featuring musical performances and
musical entertainment
Class 045. First use:
Exploitation and licensing of intellectual property rights in musical and lyrical
works for and on behalf of authors, composers or conductors of such works;
providing online information relating to intellectual property rights in musical and
lyrical works

U.S. Registration 2484158 Application Date 08/25/1998



No.

Registration Date 09/04/2001 Foreign Priority
Date

NONE

Word Mark NOW! MUSIC

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1995/10/15 First Use In Commerce: 1998/07/27
[ audio cassettes featuring music; video cassettes featuring music; digital audio
tape featuring music; ] audio discs featuring music; compact discs featuring
music; [ video discs featuring music; interactive multimedia computer programs
featuring music; motion picture films featuring music; ] music sound recordings; [
music video recordings; ] record albums featuring music

U.S. Registration
No.

2462073 Application Date 02/20/1998

Registration Date 06/19/2001 Foreign Priority
Date

NONE

Word Mark NOW DANCE

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1983/00/00 First Use In Commerce: 1999/08/00
musical sound recordings

U.S. Registration
No.

3506405 Application Date 08/27/2004

Registration Date 09/23/2008 Foreign Priority
Date

NONE

Word Mark NOW THAT'S WHAT I CALL MUSIC

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 1999/01/00 First Use In Commerce: 1999/01/00
Providing information in the field of entertainment by means of a global
computer network

U.S. Registration
No.

2089508 Application Date 06/27/1994

Registration Date 08/19/1997 Foreign Priority
Date

NONE

Word Mark NOW THAT'S WHAT I CALL MUSIC

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
musical sound recordings

U.S. Registration
No.

3370350 Application Date 08/01/2005



Registration Date 01/15/2008 Foreign Priority
Date

NONE

Word Mark NOW Â¡ESTO ES MUSICA! LATINO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2006/03/00 First Use In Commerce: 2006/03/00
series of musical sound recordings; downloadable musical sound recordings

Attachments Combined Notice of Opposition and Petition to Cancel -- MUSIC NOW (OCC
Establishment).pdf(304830 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Brent S. LaBarge/

Name Brent S. LaBarge

Date 10/09/2013



IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
In the matter of Application Serial No. 78/835,315    

EMI (IP) LIMITED  )  
   )  
   Opposer, )  
 )  
  v.   )  Opposition No. _________________ 
   )   
OCC ESTABLISHMENT, )  
 )   
   Applicant. )      
 ) 
 
-and- 
 
In the matter of Registration No. 2,100,606    

EMI (IP) LIMITED  )  
   )  
   Petitioner, )  
 )  
  v.   ) Cancellation No. _________________ 
   )   
OCC ESTABLISHMENT, )  
 )   
   Respondent. )      
 ) 
 

COMBINED NOTICE OF OPPOSITI ON AND PETITION TO CANCEL 
 

EMI (IP) Limited, a corporation organized and existing under the laws of England and 

Wales with a business address at 364-366 Kensington High Street, London W14 8NS, United 

Kingdom, believes that it would be damaged by the issuance of a registration to OCC 

Establishment (“OCC”) for the MUSIC NOW word mark set forth in Application Serial No. 

78/835,315 (the “Application”) and hereby opposes registration of the same.  Furthermore, EMI 

(IP) Limited believes that it is being damaged and will continue to be damaged by OCC’s 

registration for the MUSIC NOW and Design mark (together with the MUSIC NOW word mark, 
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the “Contested Marks”) set forth in Registration No. 2,100,606 (the “Registration”), and hereby 

petitions to cancel the same.   

As grounds therefor, EMI (IP) Limited alleges as follows: 

FACTS RELEVANT TO ALL CLAIMS 

1. For many years, EMI (IP) Limited and its predecessors-in-interest and licensees 

(collectively, as applicable, “EMI”) have continuously used, and EMI is currently using, the 

mark NOW and a family of NOW-inclusive marks (collectively, the “NOW Marks”)—including 

the marks NOW, NOW! MUSIC, and NOW DANCE—in interstate and foreign commerce. 

2. EMI uses its NOW Marks in connection with all aspects of the entertainment 

industry. 

3. The NOW Marks are inherently distinctive and strong and are therefore entitled to 

a broad scope of protection.   

4. EMI has extensively, exclusively, and continuously used the NOW Marks and has 

invested a substantial amount of time, effort, and money in promoting the NOW Marks, both 

individually and together.  These efforts, combined with the high quality of the goods and 

services offered under the NOW Marks, have resulted in an exclusive association of the NOW 

Marks with EMI and its goods and services.  Consumers have come to rely on the NOW Marks 

to identify EMI’s goods and services and to distinguish them from the goods and services of its 

competitors.  As such, the NOW Marks have developed extensive goodwill and consumer 

recognition and have become famous and well-known in the United States and throughout the 

world. 
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5. EMI has used and promoted the NOW Marks together in such a way that the 

public associates not only the individual NOW Marks, but the common NOW element of each 

member of the family of marks, with EMI. 

6. In addition to its common law rights developed through decades of use, EMI 

owns the following federal trademark and service mark registrations for its NOW Marks:   

MARK REG. NO. REG. DATE INT’L CLASS 

NOW 2,112,881 November 11, 1997 9 

NOW 4,211,879 September 25, 2012 9; 35; 38; 41; 45 

NOW! MUSIC 2,484,158 September 4, 2001 9 

NOW DANCE 2,462,073 June 19, 2001 9 

NOW THAT’S WHAT I 
CALL MUSIC 

3,506,405 September 23, 2008 41 

NOW THAT’S WHAT I 
CALL MUSIC 

2,089,508 August 19, 1997 9 

NOW ¡ESTO ES 
MUSICA! LATINO 

3,370,350 January 15, 2008 9 

 
True and correct copies of printouts from the U.S. Patent and Trademark Office’s (“USPTO”) 

online Trademark Electronic Search System database showing the current status and title of these 

registrations are attached collectively hereto as Exhibit 1. 

7. The foregoing registrations are valid, subsisting, and in full force and effect.  

These registrations constitute evidence of the validity of the registered marks and of the 

registrations thereof, of EMI’s ownership of the marks, and of EMI’s exclusive right to use the 

marks in commerce in connection with the identified goods and services pursuant to Section 7(b) 

of the Lanham Act, 15 U.S.C. § 1057(b).  EMI’s Registration Nos. 2,112,881; 2,484,158; 

2,462,073; 3,506,405; 2,089,508; and 3,370,350 are incontestable and thus serve as conclusive 

evidence of all of the foregoing facts pursuant to Section 33(b) of the Lanham Act, 15 U.S.C. 
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§ 1115(b).  Such registrations place others on constructive notice of EMI’s claim of ownership 

thereof pursuant to Section 22 of the Lanham Act, 15 U.S.C. § 1072.   

FACTS AND CLAIMS RELATING TO THE REGISTRATION 

8. On October 4, 1994, OCC filed an application to register the MUSIC NOW and 

Design mark under Sections 1(b) and 44(d) of the Lanham Act, 15 U.S.C. §§ 1051(b) and 

1126(d), for use in connection with “television broadcasting via satellite” in International Class 

38 (the “Underlying Application”).  On or about June 24, 1997, OCC amended the Underlying 

Application to delete the Section 1(b) filing basis, allowing the Underlying Application to 

proceed to registration on the basis of Section 44(e) of the Lanham Act, 15 U.S.C. § 1126(e).   

9. On information and belief, OCC deleted the Section 1(b) filing basis from the 

Underlying Application to avoid proving that it was actually using the MUSIC NOW and Design 

mark in the United States.   

10. On September 30, 1997, the Underlying Application matured into the Registration 

without OCC ever alleging use of the MUSIC NOW and Design mark in the United States or 

submitting specimens of such use.   

11. On March 30, 2004, OCC submitted a declaration under Section 8 of the Lanham 

Act, 15 U.S.C. § 1058, alleging excusable nonuse in lieu of demonstrating that it was actually 

using the MUSIC NOW and Design mark in the United States.  None of the circumstances set 

forth in OCC’s submission or in its supplemental submission of November 8, 2004—either alone 

or in combination—constitute excusable nonuse.   

12. On March 31, 2008, OCC again submitted a declaration under Section 8 of the 

Lanham Act, 15 U.S.C. § 1058, alleging excusable nonuse in lieu of demonstrating that it was 

actually using the MUSIC NOW and Design mark in the United States.  None of the 
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circumstances set forth in OCC’s submission—either alone or in combination—constitute 

excusable nonuse.   

I. ABANDONMENT 

13. On information and belief, OCC has never used the MUSIC NOW and Design 

mark in the United States in connection with the services identified in the Registration at any 

point in the nearly two decades that have elapsed since the filing date of the Underlying 

Application.   

14. To the extent OCC ever commenced using the MUSIC NOW and Design mark in 

the United States after issuance of the Registration, on information and belief, there has been at 

least one period of three or more consecutive years during which OCC failed to use the MUSIC 

NOW and Design mark in connection with the services identified in the Registration.  

Concurrent with such period(s) of nonuse, on information and belief OCC had no intention to 

resume use of the MUSIC NOW and Design mark in the United States. 

15. On information and belief, OCC abandoned its rights to the MUSIC NOW and 

Design mark at least once after issuance of the Registration, and the Registration should be 

cancelled. 

FACTS AND CLAIMS RELATI NG TO THE APPLICATION 

16. On March 13, 2006, OCC filed the Application to register the MUSIC NOW 

word mark under Section 1(b) of the Lanham Act, 15 U.S.C. § 1051(b), for use in connection 

with “television broadcasting” in International Class 38.   

17. EMI acquired rights in the NOW Marks long before OCC filed the Application, 

long before any commercial use by OCC of the MUSIC NOW word mark, and long before any 

priority date upon which OCC may rely. 
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18. The Application was published for opposition on June 11, 2013; EMI’s time to 

oppose the Application has since been extended to October 9, 2013. 

I. LIKELIHOOD OF CONFUSION 

19. The MUSIC NOW word mark, as used in association with the services recited in 

the Application, is so similar to the NOW Marks as to be likely to create confusion, mistake, or 

deception as to the source, sponsorship, or affiliation of OCC’s services in the minds of 

consumers and persons in the trade for the following reasons, among others:  

20. The MUSIC NOW word mark reflected in the Application combines the 

dominant NOW element of EMI’s NOW Marks with the disclaimed and generic word “Music.”  

The MUSIC NOW word mark is thus virtually identical to the NOW Marks in sight, sound, and 

commercial meaning.   

21. The services recited in the Application are identical and/or closely related to the 

goods and services offered by EMI in connection with the NOW Marks.   

22. On information and belief, OCC’s services offered in connection with the MUSIC 

NOW word mark, if any, and the goods and services offered under the NOW Marks are likely to 

be sold, marketed, and/or offered to the same classes of consumers. 

23. On information and belief, the channels of trade for OCC’s services offered in 

connection with the MUSIC NOW word mark, if any, and the channels of trade for EMI’s goods 

and services offered under the NOW Marks are the same. 

24. OCC’s use and/or registration of the MUSIC NOW word mark for the services 

listed in the Application is thus likely to cause confusion or mistake, or to deceive the public, in 

violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 
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II. DILUTION 

25. The NOW Marks are distinctive and have been used by EMI for decades (and still 

are being used by EMI) in connection with a wide variety of goods and services offered by EMI. 

26. The NOW Marks are famous. 

27. The NOW Marks became famous long before OCC filed the Application, long 

before any commercial use by OCC of the MUSIC NOW word mark, and long before any 

priority date upon which OCC may rely. 

28. OCC’s use and/or registration of the MUSIC NOW word mark for the services 

listed in the Application is thus likely to dilute the distinctiveness of the NOW Marks in violation 

of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

INJURY TO EMI 

29. Permitting OCC to obtain or maintain registrations for the Contested Marks in 

connection with the services recited in the Application and Registration would be inconsistent 

with EMI’s prior exclusive rights in the NOW Marks and would threaten to destroy EMI’s 

investment and goodwill in such marks.  EMI thus would be injured by the registration of the 

Application and the continued registration of the Registration. 

30. Permitting OCC to obtain or maintain registrations for the Contested Marks in 

connection with the services recited in the Application and Registration further damages EMI, as 

such registrations confer upon OCC various statutory presumptions to which it is not entitled 

given EMI’s longstanding prior use of the NOW Marks.   

31. Permitting OCC to obtain or maintain registrations for the Contested Marks in 

connection with the services recited in the Application and Registration would weaken the 

strength and reputation of the NOW Marks, resulting in damage and injury to EMI. 
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32. Permitting OCC to obtain or maintain registrations for the Contested Marks in 

connection with the services recited in the Application and Registration could have an adverse 

impact on EMI’s ability to obtain a federal trademark registration for its NOW Marks in 

International Class 38 in the future.   

WHEREFORE, EMI respectfully requests that the Board sustain this combined 

opposition and petition to cancel in its entirety and grant such other and further relief as may be 

just.  This combined opposition and petition to cancel is submitted electronically and the 

undersigned hereby authorizes the payment of all official filing fees or any other fees due from 

Deposit Account No. 50-4955. 

 
Dated:  October 9, 2013 Respectfully submitted,  

 
EMI (IP) LIMITED 
 
 
By:  s/Brent S. LaBarge/     

Brent S. LaBarge 
Melissa Battino 
c/o Universal Music Group 
2220 Colorado Avenue 
Santa Monica, California  90404 
Telephone:  (310) 865-1708 
Email: brent.labarge@umusic.com; 
           melissa.battino@umusic.com 
 

Attorneys for EMI (IP) Limited 
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CERTIFICATE OF SERVICE 
 

I hereby certify that true and complete copies of the foregoing combined Notice of 
Opposition and Petition to Cancel have been served by mailing said copies on October 9, 2013, 
via First Class Mail, postage prepaid, to:   

 
(i) Counsel for Applicant OCC Establishment:   

 
J. Paul Williamson 
Fulbright & Jaworski LLP 
801 Pennsylvania Avenue NW 
Washington, DC  20004 
United States 

 
(ii)  Registrant OCC Establishment: 

 
OCC Establishment 
Staedtle 36 
FL-9490 Vaduz 
Liechtenstein 

 
    

        s/Brent S. LaBarge/   

        Brent S. LaBarge 
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